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Status 

1 )KI Responsive to communication(s) filed on 16 January 2008 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) |EI Claim(s) 23-34,38-50,52-54,56 and 57 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 23-34, 38-50, 52-54 and 56-57 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 
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9) Q The specification is objected to by the Examiner. 
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DETAILED ACTION 

Status of the Claims 

Claims 23-34, 38-50, 52-54 and 56-57 are pending wherein claims 1-22, 35-37, 
51 and 55 are canceled and claims 56-57 are new. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 23-24, 26-30, 32-34, 38-50, 52-54 and 56-57 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Cassada III (US 5,593,516). 

Claims 23-24, 26-30, 32-34, 38-50, and 52-54 are rejected on the same grounds 
as set forth in the Office Action of 16 July 2007. 

In regards to claims 56, Cassada III ('516) discloses an aluminum based alloy 
having 2.5 to 5.5 weight percent copper; 0.10 to 2.3 weight percent magnesium; up to 
0.80 weight percent manganese (which would include 0 weight percent); up to about 
0.30 weight percent iron; and up to about 0.25 weight percent silicon, which overlaps 
the ranges of 4.3 to 4.5 weight percent copper; 0 weight percent manganese; 1 .6 to 1 .7 
weight percent magnesium; 0.06 to 0.10 weight percent iron; and 0.23 to 0.30 weight 
percent silicon, as claimed in the instant invention. 
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In regards to claim 57, Cassada III ('516) discloses an aluminum based alloy 
having 2.5 to 5.5 weight percent copper; 0.10 to 2.3 weight percent magnesium; up to 
0.80 weight percent manganese (which would include 0 weight percent); up to about 
0.30 weight percent iron; and up to about 0.25 weight percent silicon, which overlaps 
the ranges of 4.3 to 4.5 weight percent copper; 0 weight percent manganese; 1 .6 to 1 .7 
weight percent magnesium; 0.06 to 0.10 weight percent iron; and 0.10 to 0.25 weight 
percent silicon, as claimed in the instant invention. 

Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cassada 
III (US 5,593,516), and further in view of Rioja et al. (US 6,562,154 B1). 

Claim 25 is rejected on the same grounds as set forth in the Office Action of 16 
July 2007. 

Claim 31 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cassada 
III (US 5,593,516), and further in view of "Metals Handbook Desk Edition) pp. 445-446. 

Claim 31 is rejected on the same grounds as set forth in the Office Action of 16 
July 2007. 

Response to Declaration 

The declaration under 37 CFR 1 .132 filed 16 January 2008 is insufficient to 
overcome the rejection of claims 23-24, 26-30, 32-34, 38-50 and 52-54 based upon 
Cassada III ('516) as set forth in the last Office action. 

First, the Applicant primarily argues that "Cassada III ('516) teaches away from 
the presently claimed combination of copper and magnesium levels. Its Abstract 
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discloses the alloy consists essentially of 2.5-5.5 percent copper, 0.10-2.30 percent 
magnesium, with minor amounts of refining elements, dispersoid additions and 
impurities and the balance aluminum. However, the Abstract also immediately thereafter 
states, The amounts of copper and magnesium are controlled such that the solid 
solubility limit for these elements is not exceeded.'". In response to this argument, the 
Examiner notes that Cassada III ('516) teaches that that the control of the copper and 
magnesium would be in order to avoid any excess solute that would contribute to the 
second phase content and diminish fracture toughness (cols. 3-4) and "In one aspect of 
the invention, the aluminum-based has the major solute elements of copper and 
magnesium controlled such that the solubility limit is not exceeded" (col. 3, lines 51-54). 
Therefore, it would be expected that Cassada III ('516) would not be limited to the 
processing of compositions within the solubility limits and would allow for the processing 
of compositions outside of the solubility limits. Disclosed examples and preferred 
embodiments do not constitute a teaching away from a broader disclosure or 
nonpreferred embodiments. MPEP 2123 II. 

Second, the Applicant primarily argues that because Cassada III ('516) indicates 
that Sample 6 would have a low toughness, one skilled in the art would not follow the 
teachings of Sample 6. To establish unexpected results over a claimed range, 
applicants should compare a sufficient number of tests both inside and outside the 
claimed range to show the criticality of the claimed range. MPEP 71 6.02(d)(ll). Because 
the Applicant has not shown the criticality of the ranges with respect to the acquired 



Application/Control Number: 10/642,518 Page 5 

Art Unit: 1793 

toughness, strength or any other recited properties, the claims would not distinguish 
from the alloys acquired from the processing disclosed by Cassada III ('516). 



Response to Arguments 

Applicant's arguments filed 16 January 2008 have been fully considered but they 
are not persuasive. 

First, the Applicant primarily argues that Cassada III ('516) teaches away from 
the presently claimed combination of copper and magnesium levels. The Applicant 
further argues that the invention disclosed and claimed in Cassada III ('516) is directed 
to the control of the level of copper and magnesium in the aluminum alloy below the 
solubility limit for these elements in aluminum. In response to these arguments, the 
Examiner notes that this would be only one of the aspects in the invention disclosed by 
Cassada III ('516) and the invention would not be limited to this aspect. MPEP 2123 II. 
"In one aspect of the invention, the aluminum-based has the major solute elements of 
copper and magnesium controlled such that the solubility limit is not exceeded" (col. 3, 
lines 51-54). 

Second, the Applicant primarily argues that no prima facie case of obviousness 
has been established because Cassada III ('516) teaches away from the presently 
recited copper and magnesium ranges. In response to this argument, the Examiner 
notes that Cassada III ('516) teaches that that the control of the copper and magnesium 
would be in order to avoid any excess solute that would contribute to the second phase 
content and diminish fracture toughness (cols. 3-4) and "In one aspect of the invention, 
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the aluminum-based has the major solute elements of copper and magnesium 
controlled such that the solubility limit is not exceeded" (col. 3, lines 51-54). Therefore, it 
would be expected that Cassada III ('516) would not be limited to the processing of 
compositions within the solubility limits and would allow for the processing of 
compositions outside of the solubility limits. Disclosed examples and preferred 
embodiments do not constitute a teaching away from a broader disclosure or 
nonpreferred embodiments. MPEP 2123 II. 

Third, the Applicant primarily argues that the instant invention achieves 
unexpected improved results over AA2x24 alloys and the applicant's invention provides 
a demonstrated improvement over AA2x24 alloys. In response to this argument, to 
establish unexpected results over a claimed range, applicants should compare a 
sufficient number of tests both inside and outside the claimed range to show the 
criticality of the claimed range. MPEP 716.02(d)(ll). Because the Applicant has not 
shown the criticality of the ranges with respect to the acquired toughness, strength or 
any other properties recited in the claims, the claims would not distinguish from the 
alloys acquired from the processing disclosed by Cassada III ('516). 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jessee Roe whose telephone number is (571) 272- 
5938. The examiner can normally be reached on Monday-Friday 7:30 AM - 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dr. Roy V. King can be reached on (571) 272-1244. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/642,518 Page 8 

Art Unit: 1793 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



JR 



/John P. Sheehan/ 
Primary Examiner, Art Unit 1793 
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